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FIRESIDE CHAT - INSIGHTS FROM THE BENCH

A. INTRODUCTION

Effective advocacy requires practice, continuing education, and willingness to improve. Lawyers have facts and
issues that they want to present to the court. Those facts and issues are often developed with the benefit of months, if
not years. Courts might have the benefit of a few days or weeks, albeit split across hundreds of other cases.

Intellectual property litigation is complex. Patent and trade secret cases are inherently technical, and all intellectual
property cases have unique practices and procedures (e.g., Markman' hearings, technical and survey experts, special
venue rules).

It behooves an intellectual property attorney to consider the needs of the court so that the attorney can best present
his/her case. This article and the accompanying presentation present several insights, which intellectual property
attorneys should consider and implement in the development and presentation of their cases.

B. DISCUSSION
1. Emergency relief in trade secret cases

Consider a common scenario in trade secret disputes: an employee/owner of the plaintiff leaves the plaintiff and
starts a competing business or begins working for a competitor. The plaintiff company is furious and wants to stop the
bleeding—or fear of bleeding—as quickly as possible. The plaintiff wants the defendants (e.g., ex-employee,
competitor) to immediately return customer information, financial information, marketing plans, and the like.

In this scenario, the plaintiff often rushes to the courthouse and seeks a temporary restraining order (TRO) and/or
a preliminary injunction. These emergency forms of relief are taxing on the parties, as well as the court. Given the
resources the court must devote to the emergency motion(s), courts often disfavor the immediacy sought. As opposed
to some practices in state courts, federal courts are generally loathe to grant restraining orders on an ex parte basis.

Litigants should think carefully before pursuing this emergency relief. They should ask themselves whether the
emergency relief is truly necessary to solve the problem(s) at hand.

2. Requests for forensic exams of any and all devices

The second issue concerns requests for forensic exams of any and all devices owned or in the custody/possession
of the opposing party. These requests are not uncommon in the scenario described above. More broadly, they are often
sought in other intellectual property litigation, as well.

Parties requesting the forensic exams often do so like a treasure-hoarding dragon. They request everything under
the sun in hopes of capturing any and all evidence. They do so even if they never review the forensic records (whether
intentionally, or haphazardly). These requests are highly demanding of all responding parties, both large and small. An
electronic device might have thousands, or even millions of pages of electronic files. And a company of ten employees
may easily have on the magnitude of thirty subject devices (e.g., laptop/desktop, smart phones, tablets). The files add
up, and the cost to prepare those forensic copies is significant.

Courts are cognizant of and sensitive to the burden placed on the responding party. As a result, the requesting
party should evaluate which devices truly necessitate forensic copies. For example, the defendant ex-employee is more
likely to possess a key device than an employee in an unrelated department.

3. Tension in discovery between state and federal court

Texas state court appellate decisions have interpreted the discovery rules and Texas Supreme Court discovery
opinions in a very restrictive manner. For example, requests for a forensic examination of hard drives and cell phones
generally must establish that other efforts have been exhausted, that relevant information has been demonstrated to
exist, and that safeguards have been established that protect the disclosure of non-relevant and potentially private data.
On the other hand, federal courts have not been so restrictive in requiring the production of relevant electronically
stored information, especially in theft of trade secret cases.

4. Explain the consequences of the requested claim construction

Patent litigants spend significant resources identifying and advocating for specific claim constructions. However,
they rarely explain the consequences of a claim construction to the court. At the end of the Markman hearing, the court
knows the proposed constructions and arguments for/against, but the court is left wondering what will happen to the
case if a particular construction is adopted.

' Markman v. Westview Instruments, Inc., 517 U.S. 370 (1996).
1
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Judges want to know, and attorneys should tell them, what will happen in the case if a particular claim construction
is adopted. Will the case settle? Is the court likely going to grant summary judgment for one of the parties?

5. Show and tell

At Markman hearings, attorneys often rely heavily on PowerPoint presentations emphasizing claim language and
arguments supporting the proposed constructions. There is a void, however, in the presentation of the accused articles
and claimed inventions. Judges often benefit from demonstration of the technology.

For ease of understanding, and improved advocacy, consider using more “show and tell” at Markman hearings.

C. CONCLUSION
Most IP cases are presented carefully and effectively. The best advocates are always looking to improve. Adopting

the suggestions discussed above will help any advocate. Additional suggestions will be discussed at the live
presentation.
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